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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being obvious over Sakurai 
et al. (WO2004/1 14019 wherein citations are from US 2006/0251987 equivalent) in view 
of Ishihara et al. (US 2005/0020710). 

With regards to claims 1-18, Sukurai et al discloses a negative-working 
photosensitive composition comprising: 

A. an i nfrared absorber (abstract and paragraphs [001 5] and [0033]) that is a 
near infrared absorbing cationic dye represented by formula (I) 
(paragraph [0019] wherein D + represents a cationic dye have an 
absorption within a near infrared range and A" represents and anion 
(paragraph [0019])), having a maximium absorption from 760 nm to 1200 
nm (paragraph [0024]) and used from 0.5% to 15% by weight (paragraph 
[0038]); 

B. an or ganic boron compound, in amount s of 1 to 1 5% by weight(paragraph 
[0042]) that functions as a polymerization initiator by using in combination 
with the infrared absorber (abstract and paragraph [0016] ) in which the 
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organic boron is an ammonium salt of a quaternary boron anion 
represented by formula (2) (paragraph [0020]) 

£2) 

X A 

x 2 a 4 k 6 *? 

wherein R 1 , R 2 , R 3 and R 4 each represent an alkyl group, an aryl group an 
alkaryl group, an alkynyl group, and alicyclic group or unsaturated 
heterocyclic group where at least R 1 -R 4 s an alkyl group having 1 to 8 
carbons and where R 5 -R 8 represents an hydrogen atom, and alkyl group, 
and aryl group, and allyl group, an aralkyl group, etc (paragraph [0020]). 
Further, the organoboron can function as a polymerization initiator by 
irradiation with infrared rays to generate a radical (paragraph [0041]); 

C. a compound that have polymerizable unsaturated groups (paragraphs 
[0017], [0043] and [0044]) in amounts from 5 to 60% by weight (paragraph 
[0045]); and 

D. an alkali-soluble binder resin (paragraphs [0022] and [0052]) that 
comprise a copolymer with an aromatic hydroxyl group (paragraph [0051]) 
in amounts of 20 to 70% by weight (paragraph [0056]) Further, the binder 
resin includes alkali-soluble groups such as carboxyl group, phenolic 
hydroxyl group, sulfonic acid groups, phosphone group and imino group 
(paragraph [0053]). 
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The negative-working photosensitive lithographic printing plate comprises a 
support and a photosensitive layer containing the negative-working photosensitive 
composition of (A) - (C) formed on the support (abstract and paragraph [0067]). Also, 
the organoboron compound may be used in combination with known polymerization 
initiators used in the radical polymerization such as triazines (paragraph [0042]). 
However, Sakurai does not teach the use of an onium salt within the composition of the 
negative-working photosensitive composition. 

Ishihara et al. discloses hybrid type onium salts of formulas [1 1] and [12] 
(paragraphs [0093] and [0094]) having an iodonium salt (l + ), a sulfonium salt (S + ), and 
an aromatic ring having a substituent in the molecule 
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wherein R 10 is a halogen atom, an alkyl group, a haloalkyl group, an aryl group, an 
alkoxy group, an aryloxy group, an alkylthio group, an arylthio group or an amino group 
which may be substituted; R 1 to R 3 each independently a halogen atom, an alkyl group, 
a haloalkyl group, an aryl group, an alkoxy group, an aryloxy group, an alkylthio group, 
an arylthio group or an amino group which maybe substituted(paragraph [001 1]), R 5 to 
R 7 each independently a halogen atom, an alkyl group, a haloalkyl group, an aryl group, 
an alkoxy group, an aryloxy group, an alkylthio group, an arylthio group or an amino 
group which maybe substituted (paragraph [0011]), R 8 , Qi and Q2 is a direct-linkage, an 
oxygen atom, a sulfur atom or a lower alkylene chain, A1 to A3, is a counter anion 
(paragraph [0012]) ; m and m' is an integer of 0 to 4 (paragraph [0012]); and n's are 
each independently an integer of 0 to 5 (paragraph [0012]). The onium salts are useful 
as photopolymerization initiators and acid generators for a chemically amplified resist 
(paragraph [0267]). Because of the plurality of counter anions in the molecule, the 
onium salt provides the advantage of improved acid generation efficiency by irradiation. 
The use of the onium salt as a cationic photopolymerization initiator can also from a 
polymer with high hardness and resists with high sensitivity. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the hybrid type onium salts as disclosed by Ishihara in combination with 
the organic boron in the negative working photosensitive composition of Sakurai et al. to 
improve acid generation efficiency by irradiation and the increase the hardness and 
sensitivity of the resist composition. 
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With respect to claim 19, Sakurai et al. further discloses a method of forming a 
lithographic printing plate in which the plate is written with images in the photosensitive 
layer using laser light or irradiation (paragraph [0087]) and by developing the image to 
remove the non-image area (paragraph [0087]) using an aqueous alkali solution 
(paragraph [0088]). 

Response to Arguments 

3. Applicant's arguments, see remarks/Arguments, filed October 5, 2007, with 
respect to 35 U.S.C. 102(b) have been fully considered and are persuasive. The 
rejections of claims 1, 3, 7, 8, 10, 1 1, 13, 17, 18 and 19 have been withdrawn. 

4. In response to applicant's argument that the classes of onium salts of Ishihara et 
al. is useful as a cationic or acid based polymerization of compositions for amplified 
resist , a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

5. In response to applicant's argument that Ishihara et al is nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, 
if not, then be reasonably pertinent to the particular problem with which the applicant 
was concerned, in order to be relied upon as a basis for rejection of the claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this 
case, although the process in which the polymerization initiator as described by Ishihara 
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et al are different than those taught by the applicant, the onium salt would be expected 
to produce free radicals because of its structural similarities to the onium salt as 
mentioned within applicant's specification. 

6. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the photoacid 
generator as described by Ishihara et al. is similar in structure properties as the acid 
generator described within the applicant's specification. This acid generator along with 
other acid generators, are well known in the art and can be used to further improve 
sensitivity and further accelerates polymerization when used. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ponder N. Thompson-Rummel whose telephone 
number is 571-272-9816. The examiner can normally be reached on Monday-Friday 
7:00 am - 4:30 pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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